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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
3/24/201 1 has been entered. 

Response to Arguments 

2. Applicant's arguments filed 3/24/2011 have been fully considered but they are 
not persuasive. Applicant's argument regarding "" has been fully considered; in 
response. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

4. Claims 1 , 7, 1 1 , 14, 20 and 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kato (US 6,141 ,1 1 1). 
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(1 ) regarding claims 1,14 and 29: 

Kato '1 1 1 teaches an image forming apparatus (26 in Fig. 1 ) comprising: 
a storage part (7 in Fig. 1 ; column 3, lines 45-46) configured to store information 
of functions of a plurality of image forming apparatuses (Fig. 10, column 8. lines 56-65, 
table with printers information), including the image forming apparatus and other image 
forming apparatuses connected to the image forming apparatus via a network (Fig. 3C 
and Fig. 10, information about multiple printers), and information of destination 
addresses of the image forming apparatuses (Fig. 3C, column 4, lines 36-43, table with 
printing addresses); 

a printing part (4 in Fig. 1) configured to perform print processing when receiving 
a print request and print data from a client terminal (column 6, lines 11-16); 

a determination part configured to determine whether any of the plurality of 
image forming apparatuses has a function included in the print request based on the 
information of functions stored in the storage part (S27 and S28 in Fig. 9, column 8. 
lines 47-55, where a determination is made to choose an optimum printer); and 

a print request part configured to request the printing part of the image forming 
apparatus to print the print data when the image forming apparatus has the function 
included in the print request based on the determination by the determination part 
(column 8, line 56 through column 9, line 25, where using a series of ranking methods 
an image is sent to the optimum print device), and to request one or more of the other 
image forming apparatuses to print the print data when the one or more of the other 
image forming apparatuses have the function included in the print request based on the 
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determination by the determination part (column 8, line 56 through column 9, line 25, 
where if the printing apparatus 26 is not capable of performing the image as requested 
other printers 27-29 are selected). 

(2) regarding claim 7 and 20: 

Kato '111 further discloses wherein the print request part distributes the print 
data and the print request by referring to the information stored in the storage unit (Fig. 
3C and Fig. 10, where the print request is sent according to information stored about 
multiple printers). 

(3) regarding claim 1 1 : 

Kato '111 further discloses wherein the print request part comprises an address 
obtaining part for obtaining addresses of the one or more image forming apparatuses 
connected to a network (Fig. 3C); and 

wherein the print request part distributes the print data and the print request by 
using addresses obtained by the address obtaining part (column 6, lines 47-52). 

(4) regarding claim 34: 

Kato '111 further discloses an address obtaining part for obtaining addresses of 
the other image forming apparatuses automatically and periodically to generate printer 
list data to be stored in the storage unit, the printer list data associating names of the 
other image forming apparatuses with the respective obtained addresses of the other 
image forming apparatuses (column 4, lines 36-43, where the addresses are being 
acquired automatically, inherently the addresses are going to be obtained periodically in 
the case a new printer is connected to the system). 
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Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 2-3, 5-6, 13, 1 5-1 6, 1 8-1 9, 21 and 26 are rejected under 35 U.S.C. 1 03(a) 
as being unpatentable over Kato (US 6,141,111) in view of Whitmarsh (US 
2002/0101608). 

(1) regarding claims 2 and 15: 

Kato '111 discloses all the subject matter as described above except an 
information providing part configured to provide, to the client terminal, screen data used 
for selecting one or more image forming apparatuses from among the plurality of image 
forming apparatuses, wherein the information providing part sends the screen data for 
inputting a print instruction to the client terminal; and 

the print request part distributes the print data and the print request when 
receiving the print instruction from the client terminal. 

However, Whitmarsh '608 teaches an information providing part configured to 
provide, to the client terminal, screen data used for selecting one or more image forming 
apparatuses from among the plurality of image forming apparatuses (paragraph [0035] 
and paragraph [0036], lines 1-4, where the user can select the destination printer 
among the ones shown in a list), wherein the information providing part sends the 
screen data for inputting a print instruction to the client terminal (paragraph [0041]- 
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[0042], where via a browser there is provided a screen so that the user can make 
choices); and 

the print request part distributes the print data and the print request when 
receiving the print instruction from the client terminal (paragraph [0046], lines 1 -7). 

Having a system of Kato '111 reference and then given the well-established 
teaching of Whitmarsh '608 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the printer of Kato 
'111 to include an information providing part configured to provide, to the client terminal, 
screen data used for selecting one or more image forming apparatuses from among the 
plurality of image forming apparatuses, wherein the information providing part sends the 
screen data for inputting a print instruction to the client terminal; and the print request 
part distributes the print data and the print request when receiving the print instruction 
from the client terminal as taught by Whitmarsh '608 because with this a user will have 
the choice to select what printer he/she will prefer to se for printing the image. 

(2) regarding claims 3 and 16: 

Kato '1 1 1 discloses all the subject matter as described above except wherein the 
screen data used for uploading the print data to the client terminal; and 

the image forming apparatus receives the print data when the print data is 
uploaded from the client terminal. 

Whitmarsh '608 further discloses wherein the screen data used for uploading the 
print data to the client terminal (paragraph [0038]); and 
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the image forming apparatus receives the print data when the print data is 
uploaded from the client terminal (paragraphs [0038]-[0039]). 

Having a system of Kato '111 reference and then given the well-established 
teaching of Whitmarsh '608 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the printer of Kato 
'111 to include wherein the information providing part sends screen data used for 
uploading the print data to the client terminal; and the image forming apparatus receives 
the print data when the print data is uploaded from the client terminal as taught by 
Whitmarsh '608 because with this a user will have the choice to select what printer 
he/she will prefer to se for printing the image. 

(3) regarding claims 5 and 18: 

Kato '1 1 1 discloses all the subject matter as described above except wherein the 
screen data includes data for displaying a plurality of image forming apparatuses and 
corresponding places for each of the image forming apparatuses. 

Whitmarsh '608 further discloses wherein the screen data includes data for 
displaying a plurality of image forming apparatuses (paragraph [0043], where the user 
can select the destination printer among the ones shown in a list) and corresponding 
places for each of the image forming apparatuses (paragraph [0043], where the list 
includes publisher address). 

Having a system of Kato '111 reference and then given the well-established 
teaching of Whitmarsh '608 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the printer of Kato 
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'111 to include wherein the screen data includes data for displaying a plurality of image 
forming apparatuses and corresponding places for each of the image forming 
apparatuses as taught by Whitmarsh '608 because with this a user will have the choice 
to select what printer he/she will prefer to se for printing the image. 

(4) regarding claims 6 and 19: 

Kato '1 1 1 discloses all the subject matter as described above except wherein the 
screen data includes data for displaying a plurality of image forming apparatuses and 
corresponding functions for each of the image forming apparatuses. 

Whitmarsh '608 further discloses wherein the screen data includes data for 
displaying a plurality of image forming apparatuses (paragraph [0043], where the user 
can select the destination printer among the ones shown in a list) and corresponding 
functions for each of the image forming apparatuses (paragraph [0041]). 

Having a system of Kato '111 reference and then given the well-established 
teaching of Whitmarsh '608 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the printer of Kato 
'111 to include wherein the screen data includes data for displaying a plurality of image 
forming apparatuses and corresponding functions for each of the image forming 
apparatuses as taught by Whitmarsh '608 because with this a user will have the choice 
to select what printer he/she will prefer to se for printing the image. 

(5) regarding claims 13 and 26: 

Kato '1 1 1 discloses all the subject matter as described above except wherein the 
image forming apparatus is configured to be able to install a plurality of applications 
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separately from the control services, and the image forming apparatus includes the 
information providing part and the print request part as an application. 

Whitmarsh '608 further discloses wherein the image forming apparatus is 
configured to be able to install a plurality of applications separately from the control 
services (paragraph [0033], where different programs such as job store application can 
be installed), and the image forming apparatus includes the information providing part 
and the print request part as an application (paragraph [0043]). 

Having a system of Kato '111 reference and then given the well-established 
teaching of Whitmarsh '608 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the printer of Kato 
'111 to include wherein the image forming apparatus is configured to be able to install a 
plurality of applications separately from the control services, and the image forming 
apparatus includes the information providing part and the print request part as an 
application as taught by Whitmarsh '608 because with this a user will have the choice to 
select what printer he/she will prefer to se for printing the image. 

(6) regarding claim 21 : 

Kato '1 1 1 discloses all the subject matter as described above except wherein the 
print instruction includes an instruction for designating functions to be used for printing 
the print data, and 

the print request part selects one or more image forming apparatuses that 
includes the designated functions from among the selected one or more image forming 
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apparatuses, and distributes the print data and the print request to the one or more 
image forming apparatuses that includes the designated functions. 

Whitmarsh '608 further discloses wherein the print instruction includes an 
instruction for designating functions to be used for printing the print data (paragraph 
[0041]-[0042], where via a browser there is provided a screen so that the user can make 
choices), and 

the print request part selects one or more image forming apparatuses that 
includes the designated functions from among the selected one or more image forming 
apparatuses (paragraph [0043], where the user can select the destination printer among 
the ones shown in a list), and distributes the print data and the print request to the one 
or more image forming apparatuses that includes the designated functions (paragraph 
[0046], lines 1-7). 

Having a system of Kato '111 reference and then given the well-established 
teaching of Whitmarsh '608 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the printer of Kato 
'111 to include wherein the print instruction includes an instruction for designating 
functions to be used for printing the print data, and the print request part selects one or 
more image forming apparatuses that includes the designated functions from among the 
selected one or more image forming apparatuses, and distributes the print data and the 
print request to the one or more image forming apparatuses that includes the 
designated functions as taught by Whitmarsh '608 because with this a user will have the 
choice to select what printer he/she will prefer to se for printing the image. 
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7. Claims 10, 23 and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kato (US 6,141,111) in view of Shima (JP 2001209503 A, machine 
translation it's being used for the citations). 

(1) regarding claims 10 and 23: 

Kato '1 1 1 discloses all the subject matter as described above except wherein the 
print request part requests the printing part of the image forming apparatus itself to print 
the print data by using a loop back address. 

However, Shima '503 teaches wherein the print request part requests the printing 
part of the image forming apparatus itself to print the print data by using a loop back 
address (paragraph [0009], where with the loop back address the system is able to 
perform this function). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made wherein the print request part requests the printing part of the 
image forming apparatus itself to print the print data by using a loop back address as 
taught by Shima '503, in the system of Kato '111. With this the development cost are 
reduced by dispensing with the development of an interface relying on each printing 
server (English abstract). 

(2) regarding claims 30, 31 and 32: 

Kato '111 discloses all the subject matter as described above, except wherein 
when an address of the image forming apparatus is stored in the storage unit due to 
selection of the image forming apparatus at the client terminal and when the image 
forming apparatus includes the function included in the print request, the print request 
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part requests a printing part of the image forming apparatus to print the print data by 
specifying a loop back address for returning the print data back within the image forming 
apparatus. 

However, Shima '503 teaches wherein when an address of the image forming 
apparatus is stored in the storage unit due to selection of the image forming apparatus 
at the client terminal and when the image forming apparatus includes the function 
included in the print request, the print request part requests a printing part of the image 
forming apparatus to print the print data by specifying a loop back address for returning 
the print data back within the image forming apparatus (paragraph [0009], where with 
the loop back address the system is able to perform this function). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made wherein when an address of the image forming apparatus is 
stored in the storage unit due to selection of the image forming apparatus at the client 
terminal and when the image forming apparatus includes the function included in the 
print request, the print request part requests a printing part of the image forming 
apparatus to print the print data by specifying a loop back address for returning the print 
data back within the image forming apparatus as taught by Shima '503, in the system of 
Kato '111. With this the development cost are reduced by dispensing with the 
development of an interface relying on each printing server (English abstract). 
8. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kato 
(US 6,141 ,1 1 1) in view of Matsueda et al. (US 2001/0040692)). 
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Kato '111 discloses all the subject matter as described above except wherein 
when an error is output when the print request part either requests the printing part of 
the image forming apparatus to print the print data, or requests one or more of the other 
image forming apparatuses to print the print data, another image forming apparatus of 
the plurality of image forming apparatuses is selected and the print request part 
requests the another image forming apparatus to print the print data. 

However, Matsueda '692 teaches wherein when an error is output when the print 
request part either requests the printing part of the image forming apparatus to print the 
print data, or requests one or more of the other image forming apparatuses to print the 
print data, another image forming apparatus of the plurality of image forming 
apparatuses is selected and the print request part requests the another image forming 
apparatus to print the print data (Fig. 3 and Fig. 4, where when an error is detected 
another printer is chosen). 

Having a system of Kato '111 reference and then given the well-established 
teaching of Matsueda '692 reference, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the printer of Kato 
'111 to include wherein when an error is output when the print request part either 
requests the printing part of the image forming apparatus to print the print data, or 
requests one or more of the other image forming apparatuses to print the print data, 
another image forming apparatus of the plurality of image forming apparatuses is 
selected and the print request part requests the another image forming apparatus to 
print the print data as taught by Matsueda '692 because with this an image will always 
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going to get printed, even if the selected printer is not available, thus making it 
convenient for the user to always get an output. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LENNIN RODRIGUEZ whose telephone number is 
(571)270-1678. The examiner can normally be reached on Mon - Thur 7:30am- 
6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler Haskins can be reached on 571-272-7406. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 



/LENNIN RODRIGUEZ/ 
Examiner, Art Unit 2625 
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Supervisory Patent Examiner, Art Unit 2625 



